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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate tog 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 

Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 

Digest, vols. 15-26, inc. (either binding) 


Add to the above prices two and one-half percent for each yea 
elapsed since year of publication, except in the case of the Dienst. 
Transportation extra. 


Tue Unitep States Trape-Mark Association, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office} 82 Nassau Street, New York City. 


Address all communications to 82 Nassau Street, 


New York City. 











CONTENTS 


United States Circuit Court of Appeals, Second Circuit: 
Time, Ine. v. Ultem Publications, Inc 
United States Circuit Court of Appeals, Third Circuit: 
Murray Hill Restaurant, Inc. v. Thirteen Twenty-one 
Locust, Inc., et al 
United States Circuit Court of Appeals, Seventh Circuit: 
Chicago Silk Co. v. Federal Trade Commission 
United States District Court, District of New Jersey: 
Pennsylvania Company for Insurances on Lives and Grant 
ing Annuities et al. v. Patterson & Coane, Ine 
United States District Court, Middle District of Pennsylvania: 
Martha Washington Candies Company v. Goldstein et al.. 
United States District Court, District of Columbia: 


Lawyers Title Insurance Co. v. Lawyers Title Insurance 


United States District Court, Western District of Texas: 
Stanco, Inc. v. Mitchell et al 


New York Supreme Court, Special Term, New York County: 


Zenobia Co., Inc. v. American Pistachio Corporation and 
Others 


JYecisions of the Commissioner of Patents................. L4i8 


Copyright, 1938 
by 
The United States Trade-Mark Association 


Entered as second-class matter March 20, 1917, at the Post Office at 
Burlington, Vermont, under the act of March 3, 1879 





REPRINTED WANTED 


We are especially desirous of obtain- | 


? 6c = ing immediately the following back 

m ur S ut ne numbers of the TrapE-Mark REPpoRTER, 
and for a limited period will pay $.50 

each for copies mailed us in a condi- 


tion suitable for binding: 


of 
” Dec., vol. 4 (1914) 
Trade-Mark Law May, July, Aug. Sept., Nov., | 
vol. 7 (1917) | 
In response to numerous Feb., Mar., May, Sept., Oct., | 
requests, we have reprinted vol. 8 (1918) 
this valuable treatise on June, Oct., vol. 9 (1919) 
the Federal Law of Trade- Dec., vol. 10 (1920) 
Marks, and can now fill all Mar., June, July, Nov., Dec., 
ealitite: vol. 11 (192i) 
Attorneys, law librarians Oct., vol. 12 (1922 
and trade-mark owners Mar., vol. 25 (1935) 
alike will find the “Out- Subscribers wishing to dispose of 


° 99 ti complete sets, or single volumes, in 
line” a real acquisition. any binding, are invited to correspond 


PRICE, $ .60, POSTPAID| |“ 


THE UNITED STATES 
The United Stat _— 
op ae ee TRADE-MARK ASS’N 


32 Nassau St.. New York City 32 Nassau St., New York, N. Y. 





Derenberg’s “‘Trade-Mark Protec- 
tion and Unfair Trading” 


Has Stood the Test of Critical and Judicial Opinion 
Witness the following: 


Pennsylvania Law Review: “The first sustained effort at a sys- 
tematic treatment and critical analysis of the whole field of trade- 
mark protection and unfair competition.” 

Boston University Law Review: “.... An authoritative work in 
vigorous, readable style, absolutely indispensable to the specialist in 
trade-mark law.” 

Missouri Law Review: “Not just another text book. It is unique 
in its originations and exceedingly meritorious in content.” 

La Propriété Industriella (Paris): “. ... We consider this a 
standard work .... an inexhaustible source of enlightenment and 
information.” 

This work has already been cited or quoted by various courts, 
including the U. S. Circuit Court of Appeals, U. S. Court of Customs 
and Patent Appeals, and Pennsylvania Supreme Court. 

Special Offer—Believing that every trade-mark attorney should 
have a copy of “Trade-Mark Protection and Unfair Trading,” to all 
paid-up Reporter subscribers, who have not yet purchased this unique 
work, we make the following special offer: 

Send us your check for $20.00, the regular price of the book, and 
we will mail you a copy prepaid, and at the same time extend your 
subscription to the Reporter for one year from expiration. 


Act Without Delay as This Offer May be Withdrawn at Any Time! 


UNITED STATES TRADE-MARK ASS’N 
32 Nassau St. New York, N. Y. 





TIME, INC. V. ULTEM PUBLICATIONS, INC. 


Time, Inc. v. Uttem Pvusuications, Inc. 
(96 F. [2d] 164) 


United States Circuit Court of Appeals, Second Circuit 
April 4, 1938 


Unrarr Competition—“Lire” anv “Movie Lire.’ 

In a suit brought by the publisher of the magazine Life to enjoin 
the use of the words “Movie Life,” on a motion picture magazine, held 
that inasmuch as plaintiff has no monopoly of the word “Life” as a 
magazine title, the decision of the lower court denying an injunction 
should be affirmed. 

Unrark CompetitTion—MacGazine Covers—DeEceptivE SIMILARITY. 

The use by the defendant in its magazine cover of a “lay-out” 
similar in color, design and general appearance to plaintiff's cover held 
unfair competition. 

In equity. Action for unfair competition and trade-mark in- 
fringement. On appeal from the United States District Court, 
Southern District of New York, denying plaintiff's motion for an 


injunction. Modified and cause remanded. 


Cravath, de Gersdorff, Swaine & Wood, of New York City 
(William D. Whitney, John F. Harding, and Harold R. 
Medina, Jr., all of New York City, of counsel), for appellant. 

Lewis Solomon (Neilson Olcott, William Britton Stitt, of New 
York City, of counsel), for appellee. 


Before L. Hann, Swan, and Aveustus N. Hanp, Circuit Judges. 


Per Curtam: We see no reason to disturb the disposition made 
below as to the name, “Life,’’ or the use of block letters. Whatever 
may be the situation after a trial, the plaintiff has not yet shown 
why it should be allowed to monopolize the word as a title for a 
picture magazine, and the added fact that it is written in block 
letters is scarcely more than a make-weight, if indeed it is as much. 
However, it appears to us that the make-up, or “lay-out,” of the 
defendant’s cover as a whole is too close to the plaintiff's, and that 
its color ought to be changed. There is no suggestion that such a 
combination had ever appeared before the plaintiff adopted it, nor 
does the defendant attempt to excuse imitating it so closely. It is 
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of course true that nobody would buy Movie Life, supposing it to 
be Life, but that possibility is not the only grievance of which th 
plaintiff may complain. Similarity of make-up usually signifies th: 
same source; the publisher of Movie Life is likely to be taken as 
the publisher of Life; if so, the plaintiff may insist that its reputation 
shall be of its own making alone. Yale Electric Corp. v. Robertson, 
2 Cir., 26 F. (2d) 972 [18 T.-M. Rep. 321]; Waterman Co. \ 
Gordon, 2 Cir., 72 F. (2d) 272 [24 T.-M. Rep. 347]; Three-In-On. 
Oil Co. v. St. Louis Rubber Cement Co., Cust. & Pat. App., 87 F. 
(2d) 479. It is probably too soon to learn whether any actual confu 
sion will result, certainly the plaintiff has not so proved that it has 
yet done so; but the similarity could scarcely have been accidental in 


origin, and the defendant refused to make any change when chal 


lenged at the very outset. Imitation may supply the place of proof: 


the plagiarist’s motive can only be some advantage to himself, which 
is most likely to be, in part at any rate, the likelihood that his 
wares will be taken as the first-comer’s. It rests with him to dis 
prove this natural inference; until he does we may accept his own 
estimate of the probabilities. While, therefore, the defendant may 
be able to prove upon the trial that no confusion can arise, until it 
does, if it wishes to use the title, “Movie Life,” it must change th: 
color of the cover so as clearly to distinguish from that of th 
plaintiff. 

Decree modified and cause remanded for further proceedings in 


accordance with the foregoing. 








‘ 
MURRAY HILL REST. V. THIRTEEN TWENTY-ONE LOCUST, INC. 42: 


Murray Hiri Restaurant, Inc. v. THrrTEEN TWENTY-ONE 


Locust, INc., ET AL. 
United States Circuit Court of Appeals, Third Circuit 
July 20, 1938 


Unrarr ComPetit1ion—Svuits—PReELIMINARY INJUNCTION—WHEN IssueEp. 

To justify the granting of a preliminary injunction, there must be a 
showing of irreparable injury during the pendency of the action. 

Unrair Competirion—“21 Crus” as Resraurant NAME. 

Plaintiff conducted a restaurant at 21 W. 52nd Street, New York 
City, known as the “21 Club.” Defendants operated a restaurant at 21 
Locust Street, Philadelphia, in connection with which they have used 
the numerals “21” and, to some extent, the name “21 Club.” Held that, 
inasmuch as the decree of the court below refusing a preliminary injunc- 
tion was within its descretionary power, the court was not at liberty to 
disturb it. 


In equity. Action for alleged unfair competition in the use of a 
trade-name. Appeal from the District Court, Eastern District of 


Pennsylvania, refusing a preliminary injunction. Affirmed. 


Moss & Moss and Julius Hallheimer, all of New York City, for 


appellant. 
Rubinsohn, Miller & Kallick and Michael Serody, all of Phila- 


delphia, Pa., for appellees. 


Before Davis and Bices, Circuit Judges, and Maris, District 


Judge. 


Manis, D. J.: This is an appeal by the plaintiff from the de- 
cree of the District Court for the Eastern District of Pennsylvania 
denying without prejudice its motion for a preliminary injunction. 
Upon such an appeal the appellant carries a heavy burden. As 
Judge Gray said, speaking for this court in New York Asbestos 
Mfq. Co. v. Ambler Asbestos Air-Cell Cov. Co., 102 Fed. 890, 891: 

The granting of a preliminary injunction is an exercise of a very far 
eaching power, never to be indulged in except in a case clearly demanding 
t; and the decision of a court of first instance, refusing such an injunction, 

| not, except for very strong reasons, be reversed by this court. 

The plaintiff conducts a restaurant at 21 West 52nd Street, in 

City of New York, known as the “21 Club.” The defendants 





424 TWENTY-EIGHT TRADE-MARK REPORTER 


operate a restaurant at 1321 Locust Street, in the City of Philadel] 
phia, in connection with which they have used the numerals “21 

and to some extent “21 Club.” The plaintiff’s bill seeks an injunc 
tion restraining the use by the defendants of “21” or “21 Club.’ 
The plaintiff moved for a preliminary injunction. Its motion was 
heard by the District Court upon affidavits, answering affidavits and 
rebuttal affidavits. After argument and consideration of the aff 
davits filed the court below refused the motion. Its action was based 
upon its finding that the plaintiff would not suffer irreparab| 
damage by the refusal of a preliminary injunction pending fina! 
hearing. 


The power to grant a preliminary injunction rests in the sound 


discretion of the trial court. Rice § Adams Corp. v. Lathrop, 278 


U.S. 509. It is, as we have said, a power to be exercised with great 
‘aution and only in clear cases. New York Asbestos Mfg. Co. v. 
Ambler Asbestos Air-Cell Cov. Co., supra; Barker Painting Co. v. 
Brotherhood of Painters, 15 F. (2d) 16. To justify the granting of 
such an injunction there must be a showing of irreparable injury 
during the pendency of the action. American Mercury v. Kielv, 19 
F. (2d) 295. Here there was no such showing. 

Furthermore, in this case the plaintiff chose to support its 
motion solely by affidavits. Neither the court below nor the de 
fendants were afforded an opportunity to observe the plaintiff's 
witnesses or to cross-examine them. In Lare v. Harper & Bros., 


86 Fed. 481, 483, this court said: 

It is a rule, subject to few exceptions, that a preliminary injunction 
should not be awarded on ex parte affidavits, unless in a clear case. 

The principle announced in that case is applicable here. 
follows that the decree entered by the court below was within its 
discretionary power and that we are not at liberty to disturb it. 
Accordingly, without discussing the merits as they may develop 
upon final hearing, we restrict ourselves to the affirmance of th: 
decree appealed from. 


The decree of the court below is affirmed. 





CHICAGO SILK CO, V. FED. TRADE COMM. 


CuicaGco Sitk Co. v. FeperaL TrapE CoMMIssIon 
(90 F. [2d] 689) 


United States Circuit Court of Appeals, Seventh Circuit 
June 24, 1937 
Rehearing denied July 27, 1937 


Lnrarr CompetitT1IoN—FeperAt Trape Commission Act— Use or GAMBLING 
Device To Ain Sates—AprpeAL—AFFIRMAL. 

The use by respondent, a manufacturer of women’s hosiery, of a 
punch card device, in the operation of which chance was a factor, held 
to be, not only contrary to public policy and the statutes of several 
states, but also unfair competition against respondent’s competitors by 
diverting business from them. The Commission’s order to cease and 
desist from the said practice was, accordingly, affirmed. 


In equity. Petition to review a “cease and desist” order of the 


‘deral Trade Commission. Affirmed. 


John A. Nash and Harry S. Harned, both of Chicago, Ill., for 
petitioner. 
W. T. Kelley, Chief Counsel, Federal Trade Commission, Mar- 


tin A. Morrison, Asst. Chief Counsel and Reuben J. Martin 


and James W. Michal, all of Washington, D. C., for respond- 


ent. 


Before Evans and Masor, Circuit Judges, and Linpiey, Dis- 


trict Judge. 


Masor, C. J.: This matter comes before the court upon the 
petition to review an order to cease and desist entered by the Fed- 
eral Trade Commission under authority of Section 5 of the Federal 
Trade Commission (15 U. S. C. A. § 45). 

Petitioner is a corporation located in the City of Chicago, IIL, 
ngaged in the sale and distribution of hosiery and lingerie through- 
out the United States. In the conduct of its business it distributes 
to the public through the United States mails certain literature, 
ustructions, and sales outfits including paper punch cards, order 
blanks, and advertisements containing illustrations of hosiery and 


lingerie, together with samples of fabrics and circulars explaining 
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its plan of selling said merchandise and the allowing of premiums 
or prizes to the operators of the punch board. In order to obtain 
the address of “‘prospects,” a letter is sent to a woman offering her 
a pair of ladies’ silk hosiery free on condition that she send petitioner 
the address of ten other women. Upon compliance with this re 
quirement, the person is sent a pair of hosiery as promised, and each 
of the ten other “prospects” are sent the sales literature including a 
punch card with printed instructions for its operation. This card 
contains numbers from one to sixty and when pushed out of th« 
card reveal the amount which is to be paid, ranging from one cent 
to fifteen cents according to the number punched. Certain numbers 
are free and the operators who push these numbers are required to 
pay nothing, but have the same chance with the others in winning. 
Five dollars and ninety-five cents is the amount collected when all 
the numbers are sold. The person who sells the card receives two 
pair of ladies’ silk hose free, and certain other persons who pusli 
out certain designated numbers likewise receive their hose free. 
That the plan involves a game of chance or the sale of a chance 
to procure petitioner’s merchandise is clearly shown, and that the 
operation of the plan is contrary to established public policy of the 
United States and the varied states and contrary to the criminal 
statutes of many of the states is conceded. Petitioner's sales were 
increased from $25,000 in 1982, the year it started in business, to 
$150,000 in 1984, and even more in 19385. The Commission found, 
among other things, that petitioner is engaged in offering for sale 
and selling its products in interstate commerce in competition with 


other persons likewise engaged; that the punch-card system of 


obtaining the business is a species of gambling which many of its 


competitors do not use for the reason that the method is unethical, 
unfair, and in violation of law; and that said method injuriously 
affects the business of petitioner’s competitors by diverting business 
from them. On the basis of these findings of fact it issued the order 
to cease and desist, which this court is asked to vacate in these 


proceedings. 





CHICAGO SILK CO. V. FED. TRADE COMM, 


The contested issues as stated by petitioner are: First, does the 
method of business followed by the petitioner constitute an unfair 
method of competition? Second, does the evidence show that peti- 
tioner is engaged in competition with others in interstate commerce? 

The act itself provides that the findings of the Commission as 
to the facts, if supported by testimony, shall be conclusive. This 
provision of the act is very forcibly enunciated in Federal Trade 
Commission v. Algoma Lumber Company, 291 U. S. 67, on page 
73, 54S. Ct. 315, 318, 78 L. Ed. 655, where the court said: 


“The findings of the Commission as to facts, if supported by testimony, 
shall be conclusive.” ... 15 U. S. C. A. § 45. The Court of Appeals, 
though professing adherence to this mandate, honored it, we think, with 
lip service only. In form the court determined that the finding of unfair 
competition had no support whatever. In fact what the court did was to 
make its own appraisal of the testimony, picking and choosing for itself 
imong uncertain and conflicting inferences. Statute and decision (Federal 
Trade Comm. v. Pacific States Paper Trade Ass'n, 273 U. S. 52, 61, 63, 
17 S. Ct. 255, 71 L. Ed. 534) forbid that exercise of power. 

Petitioner, as we understand its position, does not attack the 
sufficiency of the evidence to justify the findings of the Commission, 
ind under the statute and court decision above cited there is no oc 
casion for us to do so. However, we have investigated the record 
to the extent of satisfying ourselves that the evidence fully justifies 
the findings as made. We assume that the question which petitioner 
seeks to raise is that the facts as found by the Commission do not 


constitute an unfair method of competition. With this position we 


ire unable to agree. We gather from petitioner's brief that it 


should not be held accountable for any consequences which result 
from the activity which it originates. It is claimed, for instance, 
that there can be no harm in the mailing of the punch cards; that 
whether they are used for disposing of merchandise by chance is one 
to be determined by the recipient of such cards; and that, inasmuch 
as the cards are furnished free, petitioner is not engaged in a 
lottery or in disposing of its merchandise by chance. ‘There is no 
merit in such contention. The petitioner originated and set in 
operation the scheme or device in question. Moreover, it sent 
through the mail specific instructions for the operation of the plan 
ind reaped the benefits from its execution. 
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Under the authority of Federal Trade Commission v. Keppel & 
Bro., 291 U. S. 804, 54 S. Ct. 428, 78 L. Ed. 814 [24 T.-M. Rep 
335], both questions which petitioner raises must be answered it 
the affirmative. Other cases might be cited sustaining the order ir 
question, but, in view of the law as announced in the Keppel Case, 
it would be useless reiteration so to do. 


The order of the Commission is affirmed. 


PENNSYLVANIA COMPANY FoR INSURANCES ON LIVES AND GRANTING 


ANNUITIES ET AL. V. Patterson & Coane, INc. 


United States District Court, District of New Jersey 


July 14, 1938 


Trape-Marks—“Pattrerson & Coane”—Corporate Tirtes—Res Apsupicata 

A decision of the Secretary of State of Pennsylvania permitting 
defendant to register its trade-name in that State held not to be re 
adjudicata in an action to enjoin said defendants from the use of the 
name. 

Trape-Marks—TIrT1e. 

Where a trade-mark owner leaves entire estate to trustees for cer- 
tain purposes until his youngest grandchild is twenty-one, none of his 
relatives held to have title to the trade-mark. 

Trane-Marks—ABANDON MENT—Non-User Dvourinc PRouIsITIon. 

The fact that plaintiff's predecessors were obliged to give up th¢ 
use of their trade-mark on spirituous liquors during the prohibition 
period held not to constitute abandonment, particularly as the regis- 
tration of the mark was renewed during the period, thereby evidencing 
an intention to resume business when legalized. 

Trapve-MarKks—TIT1e. 

Plaintiff's predecessor C. was carrying on a liquor business when 
prohibition became effective, then selling same but renewing registra 
tion of his trade-mark during prohibition. Dying in 1910, his estate 
was left in trust to trustees, his son taking no title to the mark. After 
prohibition his son with consent of trustees sold liquor under the trade 
mark. Such sales held to make business inure to the benefit of the 
estate and to entitle trustees to injunction against the use of the mark 
and firm name by third party, who began to use them about the sam: 


time as the son, defendant having acquired no rights by unauthorized 
use. 


In equity. Action for trade-mark infringement. Injunction 
granted. ' 
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Daniel R. Creato, Howard M. Long, and Otto Kraus, Jr., ail of 
Philadelphia, Pa., for complainants. 

Albert C. Abbott, Caesar & Rivise, and Albert A. Drucker, all 
of Philadelphia, Pa., for defendant. 


Avis, D. J.: This action involves the validity and ownership of 


i certain trade-name and trade-mark alleged in the bill of complaint 


to be the property of the complainants, and to be infringed and 
llegally used by defendant corporation. 
The prayers, briefly stated, are: 


(1) That defendant answer. 

(2) That defendant be restrained and enjoined from using the trade- 
mark “No. 6,” claimed to be the property of complainants. 

(3) That this court decree the stated trade-mark, to wit, “No. 6,” to 
be the exclusive property of complainants, and that the use thereof by 
defendant is an infringement. 

(4) That defendant be enjoined and restrained from using the trade 
name or designation “Patterson & Coane,” with or without the word “Inc.,” 
in connection with the manufacture or sale of whisky or spirits in any 
manner whatsoever. 

(5) That this court decree that the trade-name “Patterson & Coane” 
for use in manufacturing or selling whisky or spirits is the exclusive prop- 
erty of complainants, and that defendant’s use thereof in any manner is 
in infringement of complainant’s rights. 

(6) That this court decree that the use by defendant of the trade-mark 
“No. 6,” for sale to the public of a product containing whisky which is 
not made in accordance with or in conformity with the secret formula 
which created the product, is an unfair trade practice done for the pur- 
pose of deceiving the public to the advantage of the defendant. 

(7) For preliminary ‘injunction. 

(8) That the use of said trade-mark “No. 6,” or any other words or 
numerals or combinations thereof, in imitation of simulation of claimed 
trade-mark, be decreed to be an infringement of complainants’ rights; and 
that defendant be perpetually enjoined from using same. 

(9) That the use of the words “Patterson & Coane” in connection with 
the manufacture or sale of whisky is an infringement and violation of com- 
plainants’ rights; is an unfair practice, deceiving the public; and that de- 
fendant should be perpetually enjoined from using same as aforesaid. 

(10) That defendant deliver up for cancellation and destruction all ad- 
vertising matter, goods, plates, etc., containing said trade-mark “No. 6” or 
name “Patterson & Coane” in any form, as used in connection with the 
manufacture and sale of whisky. 

(11) That defendant account to complainants for profits. 

(12) General prayer for relief as may be just and equitable. 


It appears by the proofs and I find as facts that the firm known 


as Patterson & Coane had been conducting business as rectifiers and 
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blenders of whisky in Philadelphia, Pa., at least as far back a: 
1866, and that the product of this firm had been generally designated 
under the trade-mark “No. 6.” It appears that later the Patterso1 
of this firm died, and the whole interest therein became the propert) 
of the other partner Charles P. Coane, who died on August 11, 1910, 
leaving a last will and testament, duly probated on August 16, 1910 
in the office of the Register of Wills of the City and County of Phila 
delphia in the Commonwealth of Pennsylvania. 
Said will contained the following clause: 


I give and bequeath to my said son Robert Coane my interest in th 
business now carried on under the firm name of Patterson & Coane, as 
shown by the books of the firm. I also give and bequeath to him my said 
son my trade-marks used by the said firm in said business. The cash in 
bank and loans due me represented by notes or other obligations not being 
included in said bequest. 


By application filed in the United States Patent Office on Sep 
tember 22, 1906, Charles P. Coane applied for a “trade-mark for 
whisky,’ said application setting out that applicant Patterson & 
Coane, composed of Charles P. Coane, had adopted for use the 
trade-mark “No. 6” for whisky, in Class 49, distilled alcoholic 
liquors; that the trade-mark had been continuously used by the 
firm in its business and in the business of its predecessors since the 
year 1866. 

The verified declaration attached to the application or statement, 
signed by “Chas. P. Coane,” certified that the statement was true; 
that he was the sole member of the firm; that no other firm had the 
right to use said trade-mark, either in identical form or in any 
such near resemblance thereto as might be calculated to deceive, ete. 

Upon this statement and declaration, a trade-mark certificate for 
“No. 6” for whisky was duly issued by the Commissioner of Patents, 
dated January 8, 1907, numbered 59,360. 

By reason of the bequest to him, contained in the will of Charles 
P. Coane, the said Robert Coane took over the business of Patterson 
& Coane, and, using that name in the conduct of the trade, con 
tinued to do a large business, averaging, according to the testimony. 


the manufacture and sale of 500 or more cases per day—each case 
; : 





ie 
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containing twelve quart bottles of blended whisky. He used the 
trade-mark on the blended whisky which he marketed under the firm 
name of “Patterson & Coane.” 

Robert Coane continued in the business until the Prohibition 
Amendment went into effect, after which he sold his merchandise, 
machinery and place of business. ‘The testimony indicates that, 
before selling out, he endeavored to obtain a permit to blend whiskies 
for medicinal purposes, but was unable to procure same. 

The next incident material to the issue was the renewal of the 
trade-mark No. 59,360, issued to Robert Coane, doing business as 
Patterson & Coane, for a period of twenty years from January 8, 
1927. The certificate of the Commissioner of Patents is dated Sep- 
tember 14, 1926. 

Robert Coane died in 1930; his will was probated March 24 of 
that year. After certain specific bequests of property and money, 
the will gave, devised and bequeathed all of the rest, residue and 
remainder of his estate unto The Pennsylvania Company for In- 
surances on Lives and Granting Annuities, and his wife, Marion S. B. 
Coane, in trust for the uses and purposes therein expressed. 

It is apparent that, if the trade-mark was a part of testator’s 
estate, it passed to the executors and eventually to the trustees 
under the terms of this will. 

The trade-mark papers had been delivered to testator’s son prior 
to his death, upon the understanding, as appears by the testimony, 
that it was a gift to the son; however, it was ultimately turned in to 
the estate. 

The next thing that happened was the adoption of the Twenty- 
firsts Amendment to the Constitution, repealing the Prohibition 
Amendment and having the effect of legalizing the manufacture and 
sale of intoxicating liquor. Shortly after that time C. Ellwood Coane 
obtained the consent of his brother and sister, and apparently the 
consent of the corporate trustee, to use the trade-mark on blended 
whisky, and thereafter arranged with Margulis and Company to 
blend and bottle whisky under a label designating the product as 


“Number Six,” and using a label generally simulating the one used 
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by his father. The label, among other things contained the follow 
ing statement: “A Blend of Straight Rye Whiskies, Formula 0! 
C. Ellwood Coane, Formerly of Patterson & Coane, Philadelphia. 
Blended, Bottled and Distributed by Margulis and Company, Phila 
delphia.” 

The defendant, before or at or about the time that the repeal ot 
prohibition became effective, was incorporated under the laws of th 
State of New Jersey, under the name of “Gallagher & Burton, Inc 
and subsequently changed this name by proper proceedings to “Pat 


terson & Coane, Inc.”’ 


Under this latter name it marketed and sold a blended whisk) 


which it designated as “No. 6,” with a label very similar to the on 
used by Robert Coane in his lifetime, and which was put out under 
the name of “Patterson & Coane, Inc.”” There appears to be n 
material dispute as to the facts. Such use, if it was a “colorabl 
imitation,” is an infringement. See, 15 U.S. C. A., Section 96. 

Defendant in conjunction with its answer filed a counterclaim. 
alleging its right to use the trade-name and trade-mark “No. 6 
for its whisky, by reason of its adoption by defendant in August 
1933, and the marketing of its product under the business name o! 
“Patterson & Coane, Inc.,” and prays for an injunction, genera 
relief and accounting as against C. Ellwood Coane respecting thi 
use of the trade-mark ““Number Six” or “No. 6” in the business 
conducted by C. Margulis of Philadelphia, Pa. 

The issue is quite clear. The defendant admits the use of th: 
trade-mark, and apparently the right to use same by Robert Coan 
up to the time that prohibition became effective, but claims: 

First. That complainants are estopped from contesting dé 
fendant’s right to the use of the words “Patterson & Coane” as par! 
of its corporate title on the grounds of res ad judicata. 

This contention is based upon the fact that the Secretary of th 
Commonwealth of Pennsylvania permitted Patterson & Coane, Inc.. 
to register and conduct business under that trade-name in Pennsy! 
vania over the objections of the estate of Robert Coane and his 


heirs. This contention is untenable; the issues were not the sam¢ 
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ind the action of the Secretary cannot be a bar to the instant action 
wing heard in this court. 

Second. That C. Ellwood Coane, Elizabeth Gould, and Robert 
Coane, Jr., never had title to and do not now have title to either the 
trade-name “Patterson & Coane” or the trade-mark “No. 6.” 

Under the testimony produced in this case, I agree with the de- 
fendant that these parties as heirs are not the owners of the trade- 
name or the trade-mark. 

The last will and testament of Robert Coane, after making some 
individual bequests, gives, devises and bequeaths all of his estate to 
trustees, in trust, for specific uses set forth therein. None of his 
children participate in the corpus until the youngest of his grand- 
children arrives at the age of twenty-one years. His estate is to be 
then distributed, subject to the life interest of his wife. At present, 
none of the children has title to any portion of his estate. 

Third. That both the trade-name ‘Patterson & Coane” and the 
trade-mark “No, 6” have been abandoned by Robert Coane and by 
the executors of his estate. 

The determination of this claim involves the question of forced 


discontinuance of the liquor business during the period that the so- 


called Prohibition Amendment was in effect. Can a person who has 


traded in intoxicating liquor and conducted business under a certain 
used and registered trade-mark prior to prohibition, be deprived of 
the use of that trade-mark, and be adjudged as having abandoned 
his rights thereunder because of the fact that he has been prevented 
by law from engaging in business during the prohibition period? I 
think not. 

Reference is made in brief for defendant to the case of La 
Fayette Brewery, Inc. v. Rock Island Brewing Co. (Cust. & Pat. 
\pp.), 87 F. (2d) 489 [27 T.-M. Rep. 240] as sustaining the argu- 
ment that when Robert Coane in 1920 sold his stock of liquors, vats, 
tanks, equipment and business property and discontinued business, 
it was an abandonment of the trade-name and trade-mark. 

An examination of this case shows that that court did not de- 
termine this question at all. The court, on page 493, referring to 
nonuse between 1922 and 1933, said: 
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This question we need not deturmine, because we do not hold that 
abandonment of the mark by the National Fruit Juice Company resulted 
from its nonuse during the period mentioned. (87 F. [2d] 493.) 

Reference is also made in brief to the case of Motlow v. Olde- 
tyme Distillers, Inc. (Cust. & Pat. App.) 88 F. (2d) 732 [27 T.-M. 
Rep. 262] for the purpose of claiming that the renewal of the trade- 
mark in the Patent Office was invalid and void. Apparently that is 
correct, if applied to an original application. 

See 15 U.S. C. A., Sec. 82. 

The renewal section, however (15 U.S. C. A., Sec. 92), contains 
no requirement that at the time of renewal, the trade-mark shall be 
in use among the several States. 

In addition, the court in that case said: 


The right to register is wholly statutory, and while appellant’s trade- 
mark may be valid at common law, he is not given the right to register 
the same unless the provisions of the statute are complied with. (P. 733.) 


The case of United Drug Company v. Theodore Rectanus Com- 
pany, 248 U. S. 90 [9 T.-M. Rep. 1], is very much relied upon by 
defendant to sustain its claim that no person may have title to a 
trade-name or trade-mark, unless in use in conjunction with a then 
going business. 

That case did not involve the question of the suspension of use 
of a trade-mark, either voluntarily or by reason of necessity. The 
court there was stating a general principle that a so-called “trade- 
mark”’ by itself could not be considered as property. It is neces- 
sary that it shall be connected with a business of some character. 

The Supreme Court, however, does not deem it necessary that 
the business and trade-mark should be continuously used. 

In the case of Beech-Nut Packing Company v. P. Lorillard 
Company, 273 U. S. 629 [17 T.-M. Rep. 159], in which the issue 
was an alleged “abandonment,” it developed that the defendant who, 
with its predecessors, had used the trade-mark “Beech-Nut’ on 
tobacco for several years, had, because of the falling off in demand, 
not actually used the name for a period of five years and over. Its 


right to resume the use of the name was sustained; the court saying 


on page 6382: 
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The mere lapse of time was not such that it could be said to have 
destroyed the right as matter of law. A trade-mark is not only a symbol 
of an existing good will, although it commonly is thought of only as that. 
Primarily it is a distinguishable token devised or picked out with the in- 
tent to appropriate it to a particular class of goods and with the hope that 
it will come to symbolize good-will. Apart from nice and exceptional cases, 
and within the limits of our jurisdiction, a trade-mark and a business may 
start together, and in a qualified sense the mark is property, protected and 
alienable, although as with other property its outline is shown only by the 
law of torts, of which the right is a prophetic summary. Therefore, the 
fact that the good-will once associated with it has vanished does not end 
at once the preferential right of the proprietor to try it again upon goods 
of the same class with improvements that renew the proprietor’s hopes. 

Abandonment is a question of intent. 


By abandonment is meant the voluntary and intentional disuse or non- 
user of the name or mark. With this may also be classed conscious and 
intentional dedication to the public. 

(Nims on Unfair Business Competition [1909], p. 503, Section 
280. ) 

The text and citation of cases establishing and confirming this 
principle is found in Nims on Unfair Competition and Trade-Marks 
(Third Edition), p. 1010, et seg., Sections 407a and 408. 

The doctrine that the nonuser of a trade-mark because of extra- 
ordinary conditions does not constitute an abandonment, is demon- 
strated in the case of Universal Candy Co. v. A. G. Norse Co. (C. A. 
D. C.) 298 Fed. 847 [14 T.-M. Rep. 232]. In that case applications 
for trade-mark were made by two parties, to use the word “Uni- 
versal” as a mark on candy. It appears that the Morse Company 
began to use the mark in 1911, and, because of the difficulty of 
procuring sugar during the World War, discontinued the manufac- 
ture and consequent use of the mark in 1917 or 1918. After the 
war, in 1921, the manufacture of candy and use of mark thereon 
was resumed. Universal Company began the use of the mark in 
1915, and on August 16, 1921, Morse Company filed in the Patent 
Office its application to use the mark. Universal opposed, and, 
from a decision by the Commissioner of Patents, Universal appealed 
to the Court of Appeals of the District of Columbia. That court 


affirmed and said: 


The adoption of the mark and its use by the A. G. Morse Company was 
admittedly prior to its adoption and use by the Universal Candy Company 
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and its predecessors in interest. The discontinuance of the use of the mark 
by the A. G. Morse Company was caused by circumstances over which the 
company had no control, and inasmuch as the stock of Universal seals was 
kept on hand and their use resumed when conditions became more favorable, 
such discontinuance must be regarded as temporary and not as an abandon- 
ment of the mark. (298 Fed. 848.) 


It is quite evident that Robert Coane did not, in his lifetime, 
intend to abandon the right to rectify and blend whisky, and as an 
evidence of his intention to resume the business when, and if, it 
should again be legalized, he renewed the trade-mark registration in 
1926. 

In his lifetime he handed the papers to one of his sons, but 
without legal assignment or transfer, and his executors and trustees 
became seized of the title upon his death, under the terms of his last 
will and testament to which reference is herein made. It is true 
that the executors have not up to this time reestablished the busi- 
ness, nor have they, as representatives, used the trade-name or 
trade-mark. It has been used, however, by a son of the testator, 
apparently with the consent of the representatives, certainly with 
tacit approval and without objection. The son did not establish 
a distinct business under the trade-mark, or directly under the name 


“é 


of “Patterson & Coane,” but I am satisfied that the method under 
which the business was conducted could not be considered as an in- 
tentional abandonment of the rights by the executors and trustees. 

Fourth. Defendant claims that the executors of the estate of 
Robert Coane never acquired title, either to the trade-name “Patter- 
son & Coane” or to the trade-mark “No. 6.” 

It is herein determined that at the time of the death of Robert 
Coane he was the owner of the trade-name and trade-mark, no 
abandonment being shown up to that time. If Robert Coane had 
lived until the repeal of the Prohibition Amendment, I am satisfied 
that he would then have been the owner of both. By his will, after 
making certain specific bequests, he transferred all of the rest, 
residue and remainder of his estate to his trustees for certain pur- 
poses enumerated in his will. If the trade-name and trade-mark 


were a part of his estate at the time of his death, and he had a 
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right to transmit same, they both undoubtedly passed to his execu- 
tors and would ultimately pass to his trustees. 

Under the circumstances of the instant case, I am satisfied that 
the same rights which Robert Coane would have had, if he had lived 
until the repeal of the Prohibition Amendment, passed to his execu- 
tors by the provisions of his last will and testament. The use made 
of the trade-name and trade-mark by the son of decedent was the 
establishment of a business inuring ultimately to the benefit of the 
estate. The name and mark used by the son complied with the law 
requiring the use thereof with an established business. 

Fifth. Defendant claims that it is the proprietor of the trade- 
mark “‘No, 6,” and trade-name “Patterson & Coane” by virtue of 
being the first to adopt and use the same after they had been aban- 
doned by the former owner. 

This claim is based entirely upon the idea that the right had 
been abandoned. The conclusions on the other claims make it un- 
necessary to discuss this one, except in a general way. 

Defendant’s hands are not clean. The individuals involved first 
organized a corporation under the name of Gallagher & Burton, Inc., 
the name of a well-known firm as dealers in whisky prior to prohibi- 
tion. When they found that firm expected to continue business, they 
abandoned the title and changed the name to “Patterson & Coane, 
Ine.” 

It is apparent they were pirating and hoped to get the benefit of 
a business name and trade-mark well-established in that line prior 
to prohibition. 

Some controversy has been had as to the fact that the son of 
Robert Coane used the words ‘““Number Six” instead of the abbrevia- 
tion and numeral No. 6.” In my opinion, this is not a material 
variation from the trade-mark theretofore used and registered. 

I conclude that the complainants, executors of the Robert Coane 
estate, are the owners of the trade-name “Patterson & Coane” and 
the trade-mark “No. 6’; that the right to the use thereof has not 
been abandoned, and that the said complainants are entitled to an 


injunction and accounting for profits and damages. 
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The facts found herein and the conclusions of law stated are 
intended to be in compliance with Equity Rule 7014. 

Further findings of fact and conclusions of law will be made on 
notice if requested. 

The counterclaim will be dismissed. 


Decree accordingly. 


MartHa WasHINGTON CANDIES COMPANY VY. GOLDSTEIN, ET AL. 
United States District Court, Middle District of Pennsylvania 
June 30, 1938 


Unrarr CompPetir1ion—J URISDICTION, 

As trade-mark infringement is a branch of the broader doctrine of 
unfair competition, it is not necessary to show trade-mark infringement 
in order to establish jurisdiction under the doctrine of unfair com- 
petition. 

Unrarr Competition—DEFInItion. 

The test of unfair competition in the use of trade-names and trade- 
marks is whether the use of the name or mark would breed confusion 
in the minds of the public. 

Unrar Competition—Svitrs—PLeaDING AND PRACTICE. 

In a suit for unfair competition it is sufficient to show that plain- 
tiff’s good-will is likely to be endangered by the defendant’s use of the 
former’s name or mark. It is not necessary to prove direct competition 
in the products of each. 

Trape-Marks on Trape-Names—‘Marrua WasuIncton” on Canby 
Ick Cream. 

The use by defendants of the name “Martha Washington” in the 
business of manufacturing and selling of ice cream long after plaintiff 
had adopted and acquired an enviable reputation and good-will from 
the use of the same name upon candies, held unfair competition. 


AND 


In equity. Action for unfair competition and trade-mark in- 


fringement. Injunction granted. 


O’Malley, Hill, Harris & Harris and Chritton, Wiles, Davies, 
Hirschl & Dawson, all of Philadelphia, Pa., for plaintiff. 
Thomas M. Lewis and Henry Greenwald, of Philadelphia, Pa., 


for defendants. 


Watson, D. J.: This is a suit in equity filed by Martha Wash- 


ington Candies Company seeking an injunction restraining the de- 
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fendants from using the name “Martha Washington” as the name of 
ice cream manufactured by defendants, and seeking an accounting 
and damages for trade-mark infringement and unfair competition. 
Defendants have filed a motion to dismiss the bill. 

The bill alleges, inter alia: That the plaintiff has been engaged 
in the manufacture and sale of candies and confectionery for more 
than twenty-five years, and the sale of its product has extended 
throughout the United States; that its product has acquired an en- 
viable reputation and the good-will of the product has been built 
up around the words “Martha Washington Candies”; that trade 
mark registrations, including the words in issue, have been regis- 
tered in the United States Patent Office since 1907, claiming the 
trade-mark as applying to “all kinds of candies,’ and such trade- 
marks are in full force and effect; that the trade-mark including 
the words in issue was registered in the offices of the Secretary of 
State of Peansylvania in 1922, claiming the trade-mark as applying 
to “candies and confectionery”; that, in 1929, plaintiff began the 
manufacture of ice cream and has sold the ice cream under the trade- 
mark set forth over a substantial portion of the United States and 
has registered the name in issue for ice cream; and that plaintiff's 
products have been advertised at considerable expense throughout 
the United States, and the purchasing public has learned to identify 
any product, such as ice cream, candy, ete., sold in connection with 
the name “Martha Washington” as being manufactured by the 
plaintiff. 

It is further alleged that the defendants are manufacturing and 
selling ice cream under the name of “Martha Washington,’ and 
that the name appears in several different types of advertisement 
which use of the name is for the deliberate purpose of trading upon 
the good-will and reputation of the plaintiff's products. Plaintiff 
bases its claim for relief both on the ground of trade-mark infringe- 
ment and on the ground of unfair competition, 

The important question is, whether the bill sets forth sufficient 
facts upon which to base a claim of unfair competition. If this 


question is answered in the affirmative, it will be unnecessary to 











440 TWENTY-EIGHT TRADE-MARK REPORTER 


consider at this time the question whether infringement of plaintiff's 
registered trade-mark is properly alleged. Trade-mark infringe- 
ment is only one branch of the broader doctrine of unfair competi- 
tion, and it is not necessary to show trade-mark infringement in 
order to establish a case calling for relief under the doctrine of un- 
fair competition. 

Unfair competition in the use of names or marks consists in the 
use of a name or mark by the defendant which tends to delude the 
public into believing the defendant’s business is in some way con- 
nected with that of the plaintiff. The test is, whether the use of 
the name or mark would breed confusion in the minds of the public. 
Akron-Overland Tire Co. v. Willys-Overland Co., 273 Fed. 674 
[11 T.-M. Rep. 281]. 

In the case at bar it is not alleged that plaintiff has used the 
name “Martha Washington” in connection with the sale of ice cream 
in the territory where defendant’s activities are carried on but 
it is alleged that plaintiff has used the name in connection with the 
sale of candies and confectionery “throughout the United States,” 
which necessarily includes the territory in which defendants operate. 
It is further alleged that the name “Martha Washington” has been 
adopted by the defendants for the deliberate purpose of trading on 
the plaintiff's good-will and reputation. The question whether the 
public mind would be confused by the use of the name by the de- 
fendants is one of fact which is susceptible of proof. It is impos- 
sible for the court to say as a matter of law, in the absence of any 
evidence, whether the use of the name “Martha Washington” by the 
defendants does or does not cause confusion in the public mind. 
Plaintiff has alleged that the name was adopted by the defendants 
for the specific purpose of causing such confusion. In the face of 
such allegations by the plaintiff, it cannot be said that plaintiff has 
not set forth a cause of action. 

In a suit for unfair competition, it is sufficient to show that 
plaintiff's good-will is likely to be endangered by the defendants’ 
use of plaintiff's name or mark. It is not necessary to-allege or 


prove direct competition between the products of each. Great At- 
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lantic & Pacific Tea Co. v. A. & P. Radio Stores, 20 F. Supp. 703 
[27 T.-M. Rep. 783]. Applied to the case at bar, plaintiff's allega- 
tion that the defendants have adopted the name in issue for the pur- 
pose of trading on plaintiff's good-will is sufficient whether candy 
and confectionery may be considered as of the same descriptive 
properties as ice cream or not. So concluding, the motion to dis- 


miss the bill of complaint must be denied. 


Lawyers Tirte Insurance Co. v. Lawyers TirLte INsurANCE Corp. 
United States District Court, District of Columbia 
June 15, 1938 


Unrair Competritrion—Use or Same Corporate Names—DIstiInGuIsSHING 
FEATURES. 

Where, though names of parties were practically identical, plaintiff's 
business was confined to examination and certification of titles, that 
of defendant to insuring titles, held that a temporary injunction should 
not issue, particularly as defendant indicated on its place of business 
that it was of Richmond, Va., and plaintiff's place of business bore the 
words “District, Lawyers, Washington Title Insurance Companies.” 


In equity. Action for alleged unfair competition. On motion 


for temporary injunction. Denied. 


Brandenburg & Brandenburg, of Washington, D. C., for plain- 


tiff. 
Underwood, Mills & Kilpatrick, of Washington, D. C., for de- 
fendant. 


Baitey, J.: There can be no doubt that the names of the plain- 
tiff and defendant are practically identical. The business of the 
plaintiff, however, has been limited very largely to the examination 
and certification of titles, while the defendant’s business is exclu- 
sively that of insuring titles. While the defendant has until recently 
had no place of business in this city, it has for several years con- 
ducted a business of insuring the title to property here. It has re- 
cently opened an office in its name here, but the name on the door 
and windows is followed by the statement that it is of Richmond, 


Virginia, and a branch office. The plaintiff has for several years 
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conducted its business in conjunction with two other title companies. 
its place of business bearing the names, District, Lawyers, Wash- 
ington Title Insurance Companies, thus apparently to the casual 
observer abandoning its separate business. 

Under all the circumstances I do not think that the court would 
be justified in issuing the temporary injunction sought, and the 


application will, accordingly, be denied. 


Stanco, Inc. v. MITCHELL ET AL. 
United States District Court, Western District of Texas 
December 14, 1937 


Trape-Marks—INFRINGEMENT—TEST. 


Infringement is not dependent upon the use of identical words; the 
test is rather whether a trade-mark or name is so like another in ap- 
pearance, spelling or sound that an ordinary purchaser is likely to be 
confused and misled. 


‘TrapE-Marxks—"“Fiir” ann “Mrr’—Conruictinc Marks. 
The word “Mit” held to be deceptively similar to “Flit,’ both words 
being used as trade-marks on insecticides. 


\ction for trade-mark infringement. Injunction granted. 


Indrews, Kelley Kurth & Campbell and George S. Rice, Jr., 
all of Houston, Texas, for plaintiff. 


Randle Taylor, of San Antonio, Texas, for defendants. 


McMitxian, D. J.: Here, the manufacturer and seller of the 
insecticide “Fit” seeks injunctive relief against the manufacturers 
and sellers of the insecticide “‘Mit.”’ 

By pleading and proof, plaintiff shows valid trade-mark regis- 
trations, under the federal act of the word “Flit,” and continuous 


and exclusive use of such trade-mark since its adoption in 192% 


The evidence shows without contradiction that plaintiff has spent 


millions of dollars in advertising this name “Flit’’; that the adver- 
tisements were not only visual but were by way of sound. It has 


spent a great deal of money in advertising over the radio, and the 
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commodity not only is purchased in millions of packages by persons 
who actually see it and look at it when they purchase it, but also by 
people who order it over the telephone or send for it, with the result 
that said commodity is now well and favorably known to the public 
as and by the name “F lit,’ and said name now possesses a distinct 
and identifying significance and refers to plaintiff's product. 

The evidence further shows that for several years defendants 
have manufactured and sold insecticide in large containers under the 
name “‘Mitchellite,’ but only since 1936 have they marketed and 
sold insecticide in small containers under the name “Mit.” De- 
fendants attempt to justify their use of the word “Mit” on the 
ground, among others, that said word consists of the first three 
letters of their name and of the trade-name of their business. 

I am not attempting to say or to hold that the name “Mit” was 
adopted purposely to obtain the benefit of the advertising and good- 
will attaching to the commodity “Flit,”’ but whether it was or not, 
the fact remains that to a certain extent it does. The suggestion that 
the word “Mit” is available for defendants’ use because an abbrevia- 
tion of their own name does not impress me. Guggenheim v. Cantrell 
&§ Cochrane, 56 App. D. C. 100, 10 F. (2d) 895 [16 T.-M. Rep. 81]; 
Procter & Gamble Co. v. Eney Shortening Co., 50 App. D. C. 42, 
267 Fed. 344 [10 T.-M. Rep. 34]; Standard Oil Company v. Epley, 
Cust. & Pat. App. 40 F. (2d) 997 [20 T.-M. Rep. 324]. In my 
opinion, there is no legal justification for taking a name of no 
particular significance, like “‘Mit,” so nearly allied in sound to “Fit,” 
and attaching it to identically the same character of commodity. 
The party who proposes to market an insecticide should stay farther 
away from an appropriated name than that. The word ‘Mit’ pos- 
sibly might be used if there was any reason for using it in connec- 
tion with some character of commodity substantially different from 
that manufactured and marketed by plaintiff, but when a word 
very nearly of the same character as the word “Flit” is used in con 
nection with identically the same character of commodity, there 
necessarily occurs, in my opinion, an infringement. The greater or 


lesser extent of the infringement is not altogether controlling. If 
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it is sufficiently substantial to occasion damage or injury to the 
party who has preoccupied the field, then it should be restrained. 

I do not think that infringement is dependent upon the use of 
identical words or of literal copy. An accepted test seems to be 
whether a trade-mark or the name of a commodity is so like another, 
is appearance, spelling, or sound, that an ordinary purchaser, buying 
under the usual conditions of trade, is likely to be confused and mis- 
led. Applying such test, I am of the opinion that here there is an 
infringement. 

Instances of words which have been held to be so similar as to be 
likely to cause confusion and to infringe are: “Celluloid.” ‘‘Cel- 
lonite”: Celluloid Mfg. Co. v. Cellonite Mfg. Co., 32 Fed. 94; 
“Cottolene,’ “Cottoleo”: Fairbank Co. v. Central Lard Company, 
64 Fed. 133; “Sapolio,” “Sapho”: Enoch Morgan’s Sons Co, v. 
Whittier-Coburn Co., 118 Fed. 657; ‘““Nucoa,” “Pecoa’: Wilson & 
Company v. The Best Foods, Inc. (C. C. A. 9), 300 Fed. 184 [15 
T.-M. Rep. 179]; “Hebe,” “Meje’: Gehl v. Hebe Company 
(C. C. A. 7), 276 Fed. 271 [12 T.-M. Rep. 154]; “Cutex,” “Cuti 
clean”: Northam Warren Corp. v. Universal Cosmetic Co. (C. C. A. 
7), 18 F. (2d) 774 [17 T.-M. Rep. 203]; “Poro,” “Molo”: Malone 
v. Horowitz, Cust. & Pat. App., 41 F. (2d) 414 [20 T.-M. Rep. 
162]; “Listogen,” “Listerine’: Lambert Pharmacal Co. v. Bolton 
Chemical Corp., 219 Fed. 325 [5 T.-M. Rep. 38]; “Hy-Tex,” 
“Hyfrax”’: Hydraulic Press Brick Co. v. Stevens (C. C. A. 5), 
15 F. (2d) 312 [16 T.-M. Rep. 507]. 

I recognize and accept the rule of the federal courts that there 
is no excuse for even an approximate simulation of a well-known 
trade-mark applied to goods of the same descriptive properties, and 
when applied, as here, to an identical commodity, I am of the 
opinion that such rule should be rigidly enforced. Another 
salutary and well-settled rule that should be applied here is that 
any reasonable doubt should be resolved against the newcomer in 
the field. Therefore, the defendants, on entering upon the insecti- 


cide business already occupied by plaintiff, owed the duty of dis- 





ZENOBIA CO. V. AMER. PISTACHIO CORP. 45 


tinctively naming their product so as to insure against confusion in 
the mind of the purchasing public. 

These conclusions find full support in the federal decisions. | 
refer, among others, to Northam Warren Corporation v. Universal 
Cosmetic Company, supra; Gehl v. Hebe Company, supra; Hy- 
draulic Press Brick Company v. Stevens, supra; Rosenberg Bros. 
§ Company vy. Elliott (C. C. A. 3) 7 F. (2d) 962 [15 T.-M. Rep. 
179]. 

Accordingly, it is the opinion of the court that injunction should 
issue as prayed for, restraining the further use of the word “Mit” 


upon the commodities manufactured and sold by defendants. 


Zenosia Co., Inc. v. AMERICAN PistTacuH1o CoRPORATION AND 


OTHERS 
New York Supreme Court, Special Term, New York County 
April 27, 1938 


Unrarr ComMpPpetirion—MISLEADING STATEMENTS. 

The fact that defendants circulated statements to the effect that 
they were producing pistachio nuts coated white by a new process 
superior to that of the plaintiff, held not to constitute unfair competi- 
tion. 

Unrarr Competition—‘*Wuite Coarep”’—Descriptive TERM. 

Notwithstanding that plaintiff first used the words “White Coated” 
to describe pistachio nuts produced by it under a patented process, 
said words, being merely descriptive of the goods, held not subject to 
exclusive appropriation. 

Unrair Competirion—Trapve Secrets. 

Where plaintiff failed to prove that defendants had unlawfully -ac- 

quired its trade secrets, there was no unfair competition. 


In equity. Action for alleged unfair competition. Bill dis- 


miss¢ d. 


Ferris & Moynahan (George A. Ferris, of counsel), of New York 
City, for plaintiff. 

Goldstein & Goldstein (Joseph W. Ferris, of counsel), all of 
New York City, for defendants George B. Zaloom and 
Khoren Basmadjian. 
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David Haar, of New York City, for defendants American Pis 
tachio Corporation, Ernest I. Zaloom, Harry Basmadjian, 
Fathallah Coussa, Habib Rassi and Constantine Debany. 

Morris Kirschstein, of New York City, for defendants Pistachio 


Sales Co., Edgar Debany, Ann Saqqal, and Edward Tabac. 


Cuvurcn, J.: The plaintiff corporation has brought this action 
for an injunction to restrain alleged unfair and unlawful competi- 
tion on the part of the various defendants, for an accounting and 


for damages. 


The plaintiff, a domestic corporation, was organized in January, 


1926, to engage in the business of dealing in pistachio and other 
kinds of nuts. 

The defendants do not dispute the claim of the plaintiff that 
prior to 1921 Salim F. Zaloom, at present an officer and director of 
the plaintiff corporation, had been experimenting with improved 
methods of salting and coating unshelled pistachio nuts. Nor is 
there any serious controversy over the ownership by the plaintiff 
of rights under two patents covering such improved process for 
roasting, salting and coating the unshelled pistachios. The fact 
seems to be also that the plaintiff corporation, employing the 
methods and processes covered by its patents, has prospered in 
the business of producing “white coated” pistachio nuts and selling 
the same to wholesalers and jobbers dealing in such merchandise. 
The plaintiff looks upon the defendant corporation and the individual 
defendants as business rivals, except the defendant Edward Tabac, 
as to whom the litigation was on consent dismissed on the merits 
without costs. 

The plaintiff in order to succeed in this action must establish 
that the “white coated” pistachio nuts which it produces and sells 
are treated by a secret process; that such secret process has been 
wrongfully obtained and disclosed by the defendants, and that the 
product marketed by the defendants is obtained through the use 
of such secret process. 

“The typical and most common case of unfair competition con- 


sists in the palming off of the goods of one trader for those of an- 
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other. . . . It is said that nothing less will constitute unfair com- 
petition.” Neva-Wet Corp. v. Never Wet Processing Corporation 
(277 N. Y. 168) [28 T.-M. Rep. 167]. 

In the case at bar there is no express palming off by the de- 
fendants of their goods as the goods of the plaintiff. There was no 
fraudulent representation by word or act that the goods caused to be 
processed by any of the defendants were processed by the plaintiff. 

This court is not the proper forum in which to litigate a case 
involving infringement of patent rights, even assuming an infringe 
ment existed. (New Era Electric Range Co. v. Serrell, 252 N. Y. 
107; Zenie v. Miskend, 245 App. Div. 634; affd., 270 N. Y. 636.) 
The plaintiff failed to sustain the burden of proof that there was on 
the part of any of the defendants any breach of contract warranting 
an injunction, an accounting, or other equitable relief. 

The plaintiff offered testimony to establish the publication by 
the defendants of an advertisement in the same name of the de 
fendant Pistachio Sales Company, Inc., to the effect that this de 
fendant was producing pistachid nuts coated white by a new process 
superior to that emploved by the plaintiff. Such statements. even 
if known to be false, cannot establish the claim of the plaintiff that 
the defendants have been guilty of unfair and unlawful competition. 

The plaintiff attempted to prove that the defendant corporations 
and the individual defendants deceived the trade into believing that 
the products of the defendants were the same as the products of 
the plaintiff. The term “white coated” pistachio nuts, even if 
considered as a term intimately associated with the products of 
the plaintiff, “represents merely an idea and is merely descriptive 
of the articles to which the term is attached and indicates character 
istic qualities and the nature of the article. . .. If so, it is not sub 
ject to exclusive appropriation.” See Neva-Wet Corporation of 
America v. Never Wet Processing Corporation, supra. 

In the present case the burden was upon the plaintiff to estab- 


lish, in addition to its possession of trade secrets, the transmission of 


such secrets and the use of such secrets by the defendants. Aauma- 


graph Co. v. Stampagraph Co, (235 N. Y. 1). The patents owned 
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by the plaintiff, as well as that which has been acquired by the 
defendant, and the methods and processes therein disclosed for 
coating pistachio nuts, are not secret. Neither are any of the 
matters disclosed in the various lawsuits in the Federal Court 
involving the same matters and some of the same individuals as are 
involved in the present case. ‘To say that because products of the 
defendants approximate, or even duplicate in many details, those 
of the plaintiff, does not establish the use of an identical method or 
process. Identity of products, even if proved, as it was not, does not 
establish the disclosure of secrets by the defendants nor does it 
prove that the defendants are using information wrongfully obtained 
from the plaintiff. 

The plaintiff has failed to sustain the burden of proof that the 
defendants, or any of them, have committed any acts of unfair or 
unlawful competition. 

Judgment is accordingly directed against the plaintiff and in 
favor of the defendants dismissing the complaint on the merits, 
with costs. Proposed findings of fact and conclusions of law have 
been passed upon as indicated on the papers submitted. Present 
on notice decision, containing verbatim (without repetition of iden- 
tical findings) all findings and conclusions which have been found, 


together with final judgment. 


DeEcISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation 


Frazer, A. C.: Held that Galena Mfg. Co. of Illinois was not 
entitled under the ten-year clause of the Trade-mark Act of Feb- 
ruary 20, 1905, to the registration of the term “Superior” as a trade- 
mark for axle-grease, carriage and buggy grease, etc., in view of its 
use during that period by the predecessor in business of the Superior 
Oil Works, petitioner for cancellation. 


With reference to the record presented on behalf of petitioner, 


the Assistant Commissioner said: 
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Petitioner's record is inordinately voluminous and somewhat bewilder- 
ing. It consists of nearly nine hundred pages of printed matter, approxi- 
mately one-third of which is improperly included. The third amended peti- 
tion, upon which the proceeding was finally submitted, covers seventeen 
pages of the record and contains fifty-two numbered paragraphs. Numer- 
ous witnesses were examined, whose testimony is largely. irrelevant; and 
some two hundred exhibits were introduced, most of which have no dis 
cernible bearing on any issue to be determined. 


With reference to the testimony alleged to establish use during 
the critical period by third parties, the Assistant Commissioner said: 


Use by petitioner’s predecessor and by certain third parties, of the same 
mark for similar merchandise, was attempted to be proved, and with respect 
to one such party was held by the Examiner to have been established. ‘This 
was an individual named William T. O’Mara who commenced business about 
1893 as Superior Oil Company. Several witnesses testified that he used 
the word “Superior” on his goods prior to February 20, 1995; but their 
testimony was taken some thirty years after the alleged events concerning 
which they testified, and in the absence of more substantial corroboration 
than is here presented I am unable to accept the reminiscences of these 
witnesses as proof. 


Then, with reference to the evidence to establish use by peti- 
tioner’s predecessor in business the Assistant®* Commissioner, after 
noting that two of the witnesses had been in the employ of the 
Superior Oil Works from 1902 and from 1903, respectively, said: 


I have carefully examined the testimony of these two witnesses, and it 
convinces me that between the years 1895 and 1905 Superior Oil Works, 
Limited, applied the word “Superior” to its oil barrels in such a manner as 
to negative the right of respondent's predecessor to register the word under 
the ten-year proviso as a trade-mark for oil products. While their tes- 
timony was based largely on the memory of the witnesses after the lapse of 
many vears, the circumstances disclosed were such as to insure the reliability 
of their recollections to a degree not ordinarily present in such cases. Each 
stated positively that the mark was in use when he first entered the employ 
of the company; and as the record establishes beyond question the time of 
their original employment it is not necessary to rely upon their unsupported 
memory of specific dates. Both identified a stencil said to have been used 
in marking barrels with the word “Superior” from the first days of their 
employment. Considerable effort was made by respondent’s counsel to dis- 
credit the testimony in regard to this exhibit, but I am convinced that it 
was used by Mr. Mack as early as 1903. Both he and Mr. Cogswell testi 
fied in a manner that impresses me as frank and straightforward, and I 
can find nothing in the record that contradicts their recital of material facts. 


With reference to another ground given by the Examiner of In- 
terferences for sustaining the petition for cancellation, he said: 


The Examiner of Interferences was of the opinion that its use of the 
word “Superior” as the salient part of its name by Superior Oil Works, 
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Limited, was a bar to the registrations sought to be canceled; but I am 
unable to adopt that theory, because I think it conflicts with the views ex- 
pressed by the Supreme Court in the case of Thaddeus Davids Co. v. Davids 
Manufacturing Co., 233.U. S. 461 [4 T.-M. Rep. 175]. 


Frazer, A. C.: Held that the showing made in support of the 
petition of Magnus Beck Brewing Company, Inc., of Buffalo, N. Y., 
is not sufficient to justify the cancellation of a mark registered to the 
Kaiserbrauerei Beck & Co., Kommanditgesellschaft auf Aktien, of 
Bremen, Germany. 

The ground of the decision is that the petitioner has not shown 
injury. 

In his decision, after stating that petitioner’s first use occurred 
September 1, 1933, which was subsequent to the date of registration 
of the mark sought to be cancelled, and noting the contention that 


Magnus Beck Brewing Company, Inc., had been in the brewery 


business prior to prohibition and had then converted its brewery into 


a cold storage plants which was operated until March, 1933, and 
that at a meeting of the stockholders in December, 1932, it was voted 
to assign to Magnus A. Benzing the authority to use the name 
Magnus Beck Brewing Company or any abbreviation of that name 
or similar name in the forming of a new corporation, the Assistant 
Commissioner said: 

Presumably the officers did “transfer and/or assign” to Mr. Benzing in 
accordance with directions, and presumably Mr. Benzing organized the 
proposed new corporation, which petitioner asserts itself to be. But I have 
searched the record in vain for any competent evidence of such transac- 
tions, and, to borrow the language of the Court of Appeals of the District 
of Columbia in Skene v. Marinello Co., 50 App. D. C. 265, 270 Fed. 701 
[11 T.-M. Rep. 110], presumption “is too flimsy a thing upon which to rest 
an application for cancellation.” If an assignment was made convincing 
proot of the fact was available to petitioner, and the absence of such proof 
from the record necessarily creates a doubt as to its existence. That doubt 
must be resolved against petitioner. 

Then, after noting that it was apparently the intention of 
Magnus Beck Brewing Company to transfer the good-will which 
was associated with it when actively engaged in business through 
Magnus A. Benzing to a corporation to be formed, he said: 


1 Superior Oil Works v. Galena Mfg. Co. of Illinois, Cane. No. 2574, 163 
M. D. 69, July 7, 1938. 
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In order to confer any rights upon petitioner such intention must have 
been carried into effect, and the burden was upon petitioner to show that 
it had been. Having failed, in my opinion, to sustain that burden, peti- 
tioner has not shown itself entitled to maintain this proceeding.* 


Conflicting Marks 


Mackin, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for cordials, liqueurs, brandies, rums, ete., a 
mark consisting of a red horse standing on its hind legs, the rider 
waving his hat and also displaying the words “Red Horse,” in view 
of the prior adoption and registration by White Horse Distillers, 
Limited, of Glasgow, Scotland, of certain trade-marks for whiskeys 
all emphasizing the words “White Horse.” 

In his decision, after stating that “the famous ‘White Horse’ 
stands on its four feet with no harness or accouterments or rider” 
and that even a city boy, when told to bring a red horse would not 
select a white one, and noting that applicant in its brief refers to 
the English case of Dunhill v. Bartell & Bickley, 39 R. P. C. 426, 
137—42, which involved the white spot on the Dunhill pipe and the 
use by its competitor of a red spot, the First Assistant Commissioner 
said: 

While I can see that there is considerable force to applicant’s argument, 
it does seem to me conceivable that the term “Red Horse” and the picture 
of a red horse might be readily associated in the minds of a purchaser with 
the makers of “White Horse” Scotch whiskey. Opposer points out the 
common uses of related and like marks for different grades and blends of 
whiskeys having a common characteristic, referring for example to Walk 
er’s famous “Club” whiskey using for marks the “King of Clubs,” “Queen 
of Clubs’ and “Jack of Clubs”; Seagram’s “Five Crown” and “Seven 
Crown”; Gooderham & Worts use “Two Star,” “Five Star” or “Seven 
Star”; which by analogy says the picture or the word horse would be the 


connecting link between different brands or grades or between whiskeys, 
and gins, emanating from the same source. 


Then, after stating that he was not substantially persuaded of 


the force of the argument and was fully aware of the practice of pic 


turing horses in connection with trade-marks, labels and advertising 
on whiskeys, he said: 
Magnus Beck Brewing Company, Inc. v. Kaiserbrauerei Beck & Co., 


Kommanditgesellschaft auf Aktien, Cane. No. 2892, 163 M. D. 100, July 30, 
1938. 
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In the present case, however, because of the very widespread use and 
extensive advertising of the “White Horse” picture and the words “White 
Horse” for liquors, it does seem to me that there is a-reasonable possibility 
of the applicant’s mark, when applied to liquors, being confused in the minds 
of the purchasers and being thought to be another product manufactured 
by the makers of “White Horse” Scotch whiskeys. I feel bound in arriv- 
ing at this conclusion by such decisions as Quaker State Oil Refining Co. v. 
Wolverine-Empire Refining Co., 23 C. C. P. A. 827, 81 F. (2d) 245 [26 
T.-M. Rep. 89]; and White Horse Distillers, Ltd. v. Joseph A. Berson, 36 
U. S. P. Q. 487 O. G. 673 [28 T.-M. Rep. 143 


Frazer, A. C.: Held that applicant is not entitled to register 


the term “Nu-Myst” as a trade-mark for an inhalant for use in 


relief of respiratory infections, in view of the prior adoption and 


use by opposer of the term “Mistol” for substantially the same 


goods. 


In his decision the Assistant Commissioner said: 


I think the most that can be said in applicant’s favor is that the proba- 
bility of confusion is perhaps doubtful, but the rule is well established that 
in proceedings of this character doubts must be resolved in favor of the 
first user. In my opinion the concurrent use of “Nu-Myst” and “Mistol” 
on identical merchandise of the class here involved would be very likely to 
confuse purchasers.4 


Frazer, A. C.: Held that Auburn Rubber Corporation was not 
entitled to register a mark for rubber heels consisting of the figure 
“2” printed above the word “Life” in view of the prior use by Han- 
over Rubber Company, of the term “Nu-Life’’ as applied to rubber 
heels. 

In his decision, after stating that from the stipulated testi- 
mony it appeared that the registrant first used its mark about 
eighteen months after the registration of petitioner's mark, and stat- 
ing that if the marks were confusingly similar respondent's regis- 
tration should be cancelled, the Assistant Commissioner said: 

The marks differ somewhat in appearance and in significance, but when 
pronounced they are substantially the same. Certainly they are no less 


similar in sound than are the words “Voo’” and “Dew,” which were held to 
be confusingly so by the Court of Customs and Patent Appeals in the case 


* White Horse Distillers, Limited v. D. J. Bielzoff Products Company, 
Opp’n No. 15,081, 163 M. D. 77, July 11, 1938. 

+ Stanco, Incorporated v. Forson Laboratories, Inc., Opp’n No. 16,229, 
163 M. D. 80, July 15, 1938. 
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of Marion Lambert, Inc. vy. O'Connor, 24 C. C. P. A. 781, 86 F. (2d) 980. 
And there the goods involved were not identical; here they are. 

With reference to the argument based on the lack of showing of 
actual confusion, he said: 

That is a circumstance to be taken into consideration as affecting the 
question of likelihood of confusion, and in a close case may be of compelling 
importance; but it is well established that proof of actual confusion is not 


a prerequisite to the cancellation of a registration, where, as here, the 
likelihood of confusion is otherwise manifest.® 


Descriptive Terms 
l 


Van Arspate, A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the mark ‘““Notox”’ as a trade-mark 
for hair waving pads and permanent waving apparatus. 

In his decision, after stating that the refusal was on the ground 
of descriptiveness, citing In re Bonide Chemical Co., Inc., 18 C. C. 
P. A. 909, 46 F. (2d) 705 [21 T.-M. Rep. 122], and pointing out 
that the mark there refused was “Crow-Tox” as a mark for use in 
protecting seed against birds and animals, and that the court con 
cluded that the suggestion of poisoning is conveyed by the use of the 
syllable “tox,” the Assistant Commissioner said: 


[ agree that the word “tox” is equivalent in meaning to poison or 
poisonous, and that the mark “Notox” consequently has a meaning equivalent 
to “no poison” and substantially the same meaning as “non-poisonous” 
(non-tox) and “not poisonous” (not tox) 


Then, after noting the argument that no one would associate 


applicant's goods in any manner with the idea of the possibility of a 


customer being poisoned, he said: 


However, the goods are classified in Class 44, dental, medical, and 
surgical appliances. The pads and possibly some of the other accessories 
are used in intimate contact with the hair, and possibly also the head of 
the person undergoing the permanent waving treatment. Chemical reac- 
tions occur while the pads are in place on the hair. In view of the nature 
and manner of use of the goods specified, I believe many customers under- 
going or intending to undergo the permanent waving treatment would 
think about the possible danger or freedom from danger of being poisoned 
or injured by or during the treatment, and that therefore the customers or 


* Hanover Rubber Company v. Auburn Rubber Corporation, Canc. No. 
3077, 163 M. D. 102, July 30, 1938. 
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prospective customers would consider the word “Notox” to describe the 
treatment as being non-poisonous.® 


Frazer, A. C.: Held that applicant is not entitled to register 
the term “‘Steinie” as a trade-mark for beer, since this term is one 
which has been adopted in trade as the name of a particular type of 
bottle designed to contain beer. 


With reference to an appeal noted by the opposer because the 


Examiner of Interferences had refused to sustain the opposition on 


other grounds than those noted in his decision, the Assistant Com- 
missioner said: 

It is not my understanding that an appeal lies from a favorable deci- 
sion merely because the prevailing party disagrees with the reasons as- 
signed for deciding in his favor. The opposition has been sustained, and 
opposer is entitled to nothing more. Its appeal is accordingly dismissed. 


He then noted that the present opposition is one of eleven filed 
against the registration of the word in question and that neither the 
opposer nor any of the other ten opposers claims to have used the 
word as a trade-mark and that the determinative question to be 
considered is whether or not beer bottles and beer are merchandise 
of the same descriptive properties within the meaning of the Trade- 
Mark Act. 

He then said: 


A trade-mark for bottled beer must necessarily be affixed to the bottle, 
and the bottle with its contents are sold together as a single item of mer- 
chandise. Every manufacturer of “steinie” bottles has the right to mark 
his goods with their name if he so desires, as has also every manufacturer 
of beer who sells his product in this type of bottle. If granted the regis- 
tration applied for applicant would have the right, prima facie, to prevent 
such use by others; and applicant’s avowed intention not to exercise that 
right is no sufficient reason why it should be conferred. 


Then, after citing and quoting from the case of Elgin American 
Manufacturing Co. v. Elizabeth Arden, Inc., 23 C. C. P. A. 1153, 
83 F. (2d) 681 [26 T.-M. Rep. 416], he said: 

In that case the court refused to permit registration to the manufac- 
turer of the toiletries named of a mark held to be confusingly similar to 


one previously appropriated to the containers. About the only distinction 
that can be drawn between that case and the instant proceeding is that 


® Ex parte Zotos Corporation, Ser. No. 360,693, 163 M. D. 68, June 30, 
1938. 
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two trade-marks were there involved, while here the opposer relies on 
its use of a descriptive word; and that such use is a sufficient ground of 
opposition under the trade-mark statute is well established. 


Note.—The other ten oppositions were sustained on the grounds noted 
above 


Geographical Term 


Frazer, A. C.: Held that Maryland Distillery, Inc., as assignee 
of Cahn, Belt & Co., is not entitled to register, under the ten-year 
clause of the Act of 1905, as a trade-mark for whisky, the words 
“Maryland Club,” and that Consolidated Distillers Corporation, the 
other party of the interference, is not entitled to register the nota 
tion “Maryland Hunt Club,” the word “Club” being disclaimed, as 
a trade-mark for the same goods. 

In his decision, after noting that a prior interference involving 
the same marks of the same parties had been dissolved on the ground 
that neither party was using its mark when it applied for registra- 
tion and noting the stipulation that Maryland Distillery, Inc., has 
succeeded, so far as this proceeding is concerned, to all the rights of 
Cahn, Belt & Co., and noting that the evidence showed that Cahn, 
Belt & Co. had entered into an agreement with certain parties 
whereby the trade-mark and good-will were assigned to a corpora- 
tion to be organized by these parties and that that corporation was 
in business when Cahn, Belt & Co. filed its present application, the 


Assistant Commissioner said: 


That in order to secure the registration of a trade-mark an applicant 
“must have been using the same in interstate commerce at, or shortly prior 
to, the filing date of his application” was definitely settled by the Court. of 
Customs and Patent Appeals in the case of Motlow v. Oldetyme Distillers, 
Inc., 24 C. C. P. A. 1094, 88 F. (2d) 732 [27 T.-M. Rep. 262]. As Cahn, 
Belt & Co. was not using its mark when the instant application was filed it 
is not entitled to the registration for which it has applied. In view of the 
stipulation the status of Maryland Distillery, Inc., as assignee of Cahn, 
Belt & Co., need not be discussed. 


He then noted that Consolidated Distillers Corporation rested 


its case upon the asserted insufficiency of the evidence to support a 


finding that Cahn, Belt & Co. had used the mark prior to the prohibi- 


‘Minneapolis Brewing Company v. Ekhardt & Becker Brewing Com- 
pany, Opp’n No. 15,949, 163 M. D. 85, July 26, 1938. 
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tion era and in the alternative that the mark had been abandoned, 
and said: 

As between the parties to this proceeding I think the record sufficiently 
establishes priority of use in Cahn, Belt & Co.; nor am I able to find any 
satisfactory evidence of abandonment. In the agreement with Jasspon and 
Cohen provision was made that in event of their default in performance 
title in the trade-mark and good-will should revert. Whether they did in 
fact default is not entirely clear, but in any event the rights of Consolidated 
Distillers Corporation are not affected. In my opinion the mark it seeks 
to register had been appropriated and was owned by another at the time 
Consolidated Distillers Corporation adopted such mark, and for the pur- 
pose of the present proceeding the investigation need be carried no further. 
Moreover I am in agreement with the Examiner of Interferences that the 
notation “Maryland Hunt Club” is unregistrable in the absence of a dis- 
claimer of the geographical word “Maryland.’’s 


Goods of Different Descriptive Properties 


Frazer, A. C.: Held that applicant is entitled to register, as a 
trade-mark for dry skimmed milk, the word “Certora,” notwith- 
standing the prior adoption and use by opposer of the term “Certo,” 
as applied to a concentrated fruit pectin. 

In his decision, after stating that the opposer was the first in the 
field and therefore the only question is whether the goods are of the 
same descriptive properties since, if they are not, similarity of the 
marks is immaterial, and further stating applicant's milk powder 
is sold in barrels to bakeries and chocolate manufacturers to be used 


in making bread and milk chocolate, while the opposer’s product is a 


liquid solution contained in small bottles used in households by house- 


wives to assist them in making jams and jellies from fruit and sugar, 
the Assistant Commissioner said: 


In comparing the descriptive properties of two items of merchandise to 
determine whether or not their sale under similar trade-marks would be 
likely to cause confusion, “the use, appearance, and structure of the articles, 
the similarity or the lack of similarity of the packages or containers in 
which, the place or places where, and the people to whom, they were sold 
should be considered.” B. F. Goodrich Co. v. Hockmeyer, 17 C. C. P. A. 
1068, 40 F. (2d) 99 [20 T.-M. Rep. 205]. Applying that rule to the facts 
disclosed by the record before me I am constrained to hold that the goods 
of the parties are of different descriptive properties, and I think there 


8 Cahn, Belt & Co. (Maryland Distillery, Inc., Assignee Substituted) v. 
Consolidated Distillers Corporation, Inter. No. 2,746, 163 M. D. 89, July 
22, 1938. 
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would be no reasonable likelihood of confusion even if the marks were 
identical.? 


Interference Prior Use 


Frazer, A. C.: In a trade-mark interference involving an ap- 


plication for registration of Eterne Manufacturing Corporation and 
James L. Younghusband, held that neither party was entitled to 
registration of the marks sought. 

In his decision, after stating that James L. Younghusband 
sought to register the word “Eternal” as a trade-mark for lipsticks, 
rouge and face powder, and “Eterno”’ for lipsticks, rouge, face 
powder, perfumes and toilet waters, and .Eterne Manufacturing 
Corp. sought to register the word “‘Eternol’” as a trade-mark for 
shampoo tint, the Assistant Commissioner held that at the time each 
of the parties commenced to use its mark the mark “Eterno” was in 
use by Frederick Stearns & Co and that neither party was entitled 
to registration, citing the decision of the Court of Appeals of the 
District of Columbia in Justin Seubert, Inc. v. A. Santaella & Co., 
36 App. D. C. 520, 1911 C. D. 341. 

Then, after stating that the Examiner of Interferences had 
properly found from the evidence that Younghusband was the first 
user, he said, with reference to the use by the third party: 

In 1914 the trade-mark “Eterno” was registered to Frederick Stearns 
& Co. for “perfumes, face powders and toilet waters.” An officer of that 
concern, called as a witness by Younghusband, testified that the mark had 
been used by it “continuously from June 29, 1914, up until January 28, 
1935.” As the trade-marks “Eterno,” “Eternal” and “Eternol” are sub- 
stantially the same, it follows that when the parties to this interference 
adopted their respective marks each was a trespasser and neither acquired 
any rights therein. 

With reference to the attempt of Younghusband to prove an 
assignment to himself of the Frederick Stearns & Co., he said: 

Younghusband attempted to prove an assignment to himself from Fred- 
erick Stearns & Co. of the “Eterno” mark as of January 28, 1935. It will 
be observed that this was seven months after his application was filed; but 


that circumstance need not be considered, because I think the proof offered 


amounted to nothing more than evidence of abandonment by the alleged 
assignor. 


® General Foods Corporation v. Casein Company of America, Inc., Opp’n 
No. 16,228, 163 M. D. 99, July 28, 1938. 
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And then, after discussing the testimony of certain witnesses 


and an exhibit which was presented, he said: 


Without recourse to the exhibit I think this is clearly insufficient to 
establish the claimed assignment, even though it be assumed that Mr. Jack- 
son was qualified to testify as he did. Taken together, however, his tes- 
timony and that of Mr. Gray doubtless constitute sufficient proof, as against 
Younghusband, that the Stearns concern had abandoned the trade-mark. 
And this conclusion finds additional support in the fact that its registration 
had been permitted to expire in October, 1934. 

After the Examiner's first decision had been rendered Younghusband 
filed an undated paper, illegibly signed by some individual as secretary of 
Frederick Stearns & Co., purporting to consent to the registration of 
Younghusband’s mark. For numerous reasons this paper may properly be 
disregarded. Among them may be mentioned that its filing was untimely, 
its execution was not proved, the authority of the secretary to bind the 
corporation was not shown, and the materiality of the instrument to any 
issue here presented is at least questionable. 


He then stated that in view of what had been established neither 
party was entitled to registration, citing the decision in Justin 
Seubert, Inc. v. A. Santaella & Co. {1 T.-M. Rep. 42°], and quoting 


from it as follows: 


If two or more persons are using the mark at the time of abandonment 
with or without knowledge of its prior use, neither would be prior to the 
other in point of time, since no one could in any event date priority of use 
beyond the time when the prior owner surrendered title by the act of aban- 
donment.!° 


Frazer, A. C.: Held that applicant is not entitled to register 
the word “‘Eternol” as a trade-mark for liquid soap, in view of the 
prior adoption and use by opposer of a confusingly similar mark for 


substantially the same goods, and also because of its confusing 


similarity to the mark of a third party in use at the time the ap- 


plicant adopted its mark. 

The grounds of this decision are the same as those given in the 
preceding decision in Eterne Manufacturing Corp. v. James L. 
Younghusband, trade-mark Interference No. 2,644, supra.” 


10 Kterne Manufacturing Corp. v. James L. Younghusband, Inter. No. 
2,644, 163 M. D. 82, July 20, 1938. 

11 Younghusband v. Eterne Manufacturing Corp., Opp’n No. 15,638, 163 
M. D. 81, July 20, 1938. 
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Non-Conflicting Marks 


Frazer, A. C.: Held that applicant is entitled to register the 
word “Kresto” displayed beneath a caricature of a child’s face, 
notwithstanding the prior registration by opposer of the term 
“Kayo” in association with a label-like design and the representa- 
tion of the head and shoulders of the Kayo of comic strip fame, 
with his name printed across the crown of his derby, as a trade-mark 
for goods of the same descriptive properties as applicant’s. 

The ground of the decision is that the marks are not confusingly 
similar. 

In his decision the Assistant Commissioner said: 

I am unable to agree with the Examiner of Interferences that applicant’s 
mark is reasonably likely to be confused with either of these marks of 
opposer. The design features are entirely dissimilar. As to the words 
“Kayo” and “Kresto,” they neither look alike nor sound alike; they do not 
suggest the same meaning; one contains four letters and the other six, the 
only ones in common being the initial “K” and the terminal “o”; and ap- 


plicant’s style of printing and display differs widely from that adopted in 
any of opposer's registrations.” !? 


Mackuin, F. A. C.: Held that applicant is entitled to register, 


as a trade-mark for whiskey, a mark consisting of the picture in sil- 


houette of a two-wheeled vehicle with the legs of a man appearing in 


the position of a rider in the vehicle or buggy, a horse being attached 
to the vehicle, notwithstanding the prior use and registration by 
opposer of the composite mark for whiskey including the picture of 
a white horse prominently displayed below the words ‘White 
Horse,’ and therebelow, less conspicuously pictured, a stage coach 
and four or more horses, the literal matter constituting an invitation 
to travelers between Edinburgh and London to board the stage 
coach at the “White Horse Cellar.” 

In his decision, after noting that the Examiner had held that the 
dominant feature of the opposer's mark was the words “White 
Horse’ and that while the applicant’s mark included a picture of 
the horse, it did not appear as a supplement of it, but only as an in- 


'2 Chocolate Products Company v. Bestov Products, Inc., Opp’n No. 
16,207, 163 M. D. 53, June 3, 1938. 
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tegral part of a composite picture, and noting opposer’s arguments, 
especially that the applicant in showing a line drawing of a horse 
without color, had appropriated the entire “White Horse” mark of 
the opposer, the First Assistant Commissioner said: 


In view of the foregoing it follows that inasmuch as I cannot find con- 
fusion between the picture of the white horse and the composite picture of 
the horse and buggy and rider, and it appears to me that there is no likeli- 
hood of confusion with a subordinate showing of a stage coach and that of 
a two-wheeled rig and rider with a single horse, I am not persuaded that 
there is any possible likelihood of confusion in trade of the applicant’s 
mark with that. of the opposer.' 


Mackin, F. A. C.: Held that applicant is entitled to register 
the words “Old Coach” as a trade-mark for whiskeys, notwithstand- 
ing the prior adoption and use by White Horse Distillers, Limited, 
of Glasgow, Scotland, of a mark including the picture of a white 
horse prominently displayed below the words “White Horse,” and 
therebelow, less conspicuously pictured, a stage coach and four or 
more horses, the literal matter constituting an invitation to travelers 
between Edinburgh and London to board the stage coach at the 
“White Horse Cellar.” 

[In his decision, after noting the argument that the picture of the 
stage coach and the words “Stage Coach” had been a prominent 
part of opposer’s label since 1890, and noting that a more promi- 
nent part of that label, however, is the picture of a horse and the 
words “White Horse Cellar,” the First Assistant Commissioner said: 


It may be observed that while the pictorial representation of the words 
“Stage Coach” is the part of the label of the opposer which has been regis- 
tered in its entirety as a trade-mark, nevertheless, neither the words nor the 
picture of the stage coach have been registered by opposer apart from the 
label. 


Then, after noting the position of the opposer that confusion 


does not depend primarily upon similar names and that the stage 


coach is a representation which, though not normally spoken, is sub- 


ject to protection, he said: 


While this general proposition as set forth by the opposer may be con- 
ceded as good trade-mark law, these decisions are not believed to fit the 


18 White Horse Distillers, Limited v. Century Distilling Co., Opp’n No. 
15,477, 163 M. D. 74, July 9, 1938. 
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present case. In fact one of the decisions listed in opposer's brief is the 
Commissioner’s decision which has since been reversed by the Court of Cus- 
toms and Patent Appeals. In any event this case, like the others does not 
seem to apply here. It is not believed that the purchasing public will 
think that any whiskey bearing the representation of the words “stage 
coach” is from that fact alone assumed to be the preduct of the opposer. 
The words “Stage Coach” appear merely in small type in the sentence in- 
viting travelers who desire to pass from Edinburgh to London to board the 
stage coach at the White Horse Cellar. The pictorial representation on the 
label does not impress me in any respect as constituting an instrumentality 
of designation of origin. 


He then further said: 


It may be conceded that the words “Old Coach” or “Stage Coach” taken 
alone might be confusing but as to this the applicant points out properly 
the evidence fails to show that the opposer’s goods were ever sold by the 
designation “Stage Coach” and the evidence does not support any likeli- 
hood of confusion. 

It may in some instances be proper to hold that the name of an object 
is likely to be confused with the pictorial representation of the same or like 
object registered to another. However, it seems to me in the present case 
clear that no purchaser of whiskeys or any alcoholic liquors would confuse 
the trade-mark comprising only the words “Old Coach” with a label 
designating a whiskey as “White Horse” even though a subordinate part of 
the label carries thereon a picture of a stage coach. It is true that any 
stage coach, now an obsolete conveyance, would be thought of as an old 
coach. However, in my opinion, any likelihood of damage to the opposer 
by the applicant’s use of its trade-mark sought to be registered by reason 
of confusion on the part of the purchaser is extremely remote. 


Frazer, A. C.: Held that applicant is entitled to register the 


notation ‘‘Sit-ru-lux” as a trade-mark for toilet tissues, notwith- 


standing the prior adoption and use by opposer of the notation 


“Tux” as a trade-mark for toilet soap. 


In his decision the Assistant Commissioner said: 


Assuming, without deciding, that toilet soap and toilet tissues are “mer- 
chandise of the same descriptive properties” within the meaning of the 
Trade-Mark Act as construed by the courts, certainly they differ radically 
in their essential characteristics. This being true I am convinced that the 
marks of the parties are sufficiently dissimilar to insure against any reason- 
able likelihood that confusion will result from their concurrent use in trade.” 


if White Horse Distillers, Limited v. National Wholesale Liquor Com- 
pany, Inc., Opp’n No. 14,744, 163 M. D. 72, July 9, 1938. 

‘5 Lever Brothers Company v. The Sitroux Company, Inc., Opp’n No. 
16,172, 163 M. D. 79, July 14, 1938. 
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Non-Descriptive Terms 


Mackin, F. A. C.: Held that American Can Company is en- 


titled to register, as a trade-mark for sheet metal containers, par- 


ticularly cans for beer, the notation ““Keglined,” and affirmed the 
dismissal of the petition by the Duplex Wood-Steel Barrel Company, 
seeking cancellation of the registration of that term. 

In his decision, after noting the holding of the Examiner of In- 
terferences that the only question for consideration was whether the 
term was descriptive of the goods and whether the petitioner had 
shown damage, the First Assistant Commissioner said: 


The record, arguments and brief are clear in respect to the nature of 
the petitioner's “steel jacketed kegs” or “kegs encased within a steel shell.” 
I think, however, that these descriptive terms may be considered as selected 
for their nearness to the trade-mark in question. I find that it would be 
equally or more natural to define the article of the petitioner as a steel 
barrel in which a wood lining is formed. This lining of staves and heads, 
however, is by no means a keg, as understood in the trade, unless provided 
with hoops which in this case are not needed because of the steel jacket or 
barrel itself. Neither the steel portion nor the wood portion of the plain- 
tiffs article appears to be complete except when used together and then the 
whole forms a beer barrel or keg, perhaps of novel construction, and in any 
event alleged to have some particular value for the use to which it is to 
be put. On the other hand, the metal or “tin” cans of the registrant are 
lined with a certain lacquer film for a purpose which is now well known in 
the trade. These cans are used for the sale of beer in cans instead of in 
bottles or on draught. 


And then, with reference to the question of descriptiveness of the 


mark, he said: 


The word “Keglined” to my mind is not descriptive of the product of 
either party thereto. If the petitioner's barrel or keg had thicker staves 
and were made fluid tight of itself, it might be called a keg. If the steel 
barrel or shell had no lining it would still be a barrel or keg and natural 
terms which have been used and can be used to describe it, such as “steel- 
jacketed-barrel” or “wood-lined-steel barrel” or “-drum,” are in such variety 
that the composite word “keglined” comprising the mark of the registrant 
does not seem to me to constitute any restriction upon the normal activity 
of the respondent.!® 


razer, A. C.: Held that the word “Rolouvre” is not descriptive 
of folding partitions, rolling partitions and shutters, and the mark 


16 Duplex Wood-Steel Barrel Company v. American Can Company, Canc. 
No. 3,023, 163 M. D. 87, July 22, 1938. 
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should not have been refused registration to H. B. Dodge and Com- 
pany, on the ground of descriptiveness. 

Then, after noting that the Examiner’s theory was that 
“Rolouvre” is equivalent to “roll louver,” and noting the holding 
in the case of Ev parte Ventilouvre Co., 151 M. D. 956 | 19 T.-M. 
Rep. 173], that the word “Gabelouvre” was unregistrable, the As- 
sistant Commissioner, after quoting from the decision, said: 


From the foregoing language it would appear that the Commissioner 
considered the mark before him to be descriptive of built-in ventilators, 
but not of the other goods named. I am therefore unable to agree with the 
Examiner that the case is controlling here." 


Not a Trade-Mark 


Frazer, A. C.: Held that the opposition by opposer to the 
registration by applicant of a trade-mark for bulbs or capsules for 
containing compressed or liquefied gas, described as consisting of a 
groove or depressed band located about midway of the length of the 
bulb, but slightly nearer to its neck than to its round base, should be 
dismissed, but that the alleged mark is not registrable. 

In his decision he said: 


I think the opposition should have been dismissed. No testimony was 
taken, and the facts stated in the notice are clearly insufficient to support 
a judgment in opposer’s favor. It is there alleged that the mark has no 
trade-mark significance, that it is “an inherent structural feature” of ap- 
plicant’s goods, that it has a “mechanical function,” and that it is descrip- 
tive; but it is not alleged that opposer has used or intends to use any 
similar mark, nor do any other facts appear from which it may properly 
be presumed that opposer would be damaged by the registration which 
applicant seeks. 


With reference to the descriptiveness of the mark, after describ- 
ing the same and referring to a patent to Campbell, No. 2,066,517, 
in which a groove such as here sought to be registered as a trade- 


mark is illustrated and described, and noting that it had been held 


by the courts that the configuration of an article having utility is not 


the subject of trade-mark protection, and noting applicant’s argu- 
ment that the Examiner of Interferences had no right to consider 


17 Ex parte H. B. Dodge and Company, Ser. No. 356,340, 163 M. D. 97, 
July 28, 1938. 
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the patent because it was not properly a part of the record before it, 
no evidence having been filed by either party, he said: 


That the registrability of an applicant's mark may be determined ex 
parte in an opposition proceeding has been so frequently held by the Court 
of Customs and Patent Appeals as to be no longer open to argument. [Cit- 
ing decisions. | 

* * * 

It necessarily follows that the Examiner of Interferences is at liberty 
to reject an opposed application on any ground that would have supported 
a similar action by the Examiner of Trade-Marks in the ea parte prosecu- 
tion of the application, and that his investigation in that regard is not 
limited to matters of record in the opposition proceeding. To hold other- 
wise would be to ignore a mandatory requirement of the statute as con- 
strued by the court. 


And then he further said: 


Quite apart from the actual mechanical utility of the groove in ap- 
plicant’s bulb, I think its registration as a trade-mark would be unwarranted 
for the reason that it lacks trade-mark significance. To paraphrase the 
language of the court in the case of Jn re National Stone-Tile Corporation, 
19 C. C. P. A. 1101, 57 F. (2d) .382 [22 T.-M. Rep. 217], I do not think 
the purchasing public would look upon the groove as indicating origin of 
the bulb, but rather would be likely to conclude that the groove was formed 
as a convenient process of manufacture, or to serve a useful function." 

18 Walter Kidde Sales Company v. Sparklets Corporation, Opp’n No. 
16,190, 163 M. D. 57, June 11, 1938. 








